THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was

not witten for publication in a law journal and (2) is not binding
precedent of the Board.
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ON BRI EF

Before JOHN D. SM TH, OWNENS, and KRATZ, Adninistrative Patent
Judges.

KRATZ, Adnministrative Patent Judge.

DECI S| ON ON APPEAL

1 Application for patent filed Novenber 29, 1994.
According to appellant, this application is a continuation of
Application No. 08/108,946, filed August 18, 1993, now
abandoned; which is a continuation of Application No.

07/ 724,022, filed July 1, 1991, now abandoned.
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This is a decision on appeal fromthe exam ner's refusal
to allowclainms 1-3, 5, and 8-14, which are all of the clains

pending in this application.
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BACKGROUND

The appellant's invention relates to pol ysil oxane-
pol ycar bonat e bl ock copol ynmers and conpositions containing such
pol ymers. An understandi ng of the invention can be derived
froma reading of exenplary claim1l. The clainms on appeal have
been correctly reproduced in an appendix to the brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Bi al ous et al. (Bialous) 4,391, 935 Jul
05, 1983
Davis et al. (Davi s) 5,025, 074 Jun. 18,
1991

(filed Aug. 27, 1990)
Eur opean Pat ent 0 376 502 Jul . 04,
1990
( Gkanot 0)

Clainms 1-3, 5, 10, 11 and 14 stand rejected under 35
UusS. C
§ 103 as bei ng unpatentabl e over Ckanoto or, in the
alternative, Okampbto in view of Davis. Clains 8 9, 12 and 13
stand rejected under 35 U . S.C. 8 103 as bei ng unpatentabl e over
Okanmoto in view of Bialous or, in the alternative, Ckanoto in

view of Davis and Bi al ous.



Appeal No. 1996-4135 Page 4

Application No. 08/346, 325

CPI NI ON

We have carefully considered the respective positions
advanced by the appellant and the exam ner. For the reasons
set forth below, we will not sustain any of the exam ner's
stated rejections.

Okanot o di scl oses the preparation of pol ycarbonate-
pol yor ganosi | oxane copol yners in which the pol ysil oxane may
i ncl ude a dinet hyl sil oxane nononer. kanoto teaches use of 2-
allyl phenol in the preparation of polydi nethyl sil oxane (PDVS)
in exanple 1-4, the PDVS being disclosed as useful in preparing
a pol ycarbonat e- pol ysi | oxane copol yner as in exanple 3-6 of
Ckanot o.

The exam ner correctly acknow edges that Ckanoto does not
di scl ose pol ycar bonat e- pol ysi | oxane bl ock copol yners havi ng 4-
allyl phenolic Iinks between a pol ysil oxane and pol ycar bonat e
segnents thereof as required by the appeal ed clains (answer,
pages 3-5). According to the exam ner, however, it would have
been obvious to substitute 4-allyl phenol for the 2-allyl
phenol used in preparing the reactive PDV5S of Okanpbto and to
ultimately arrive at the herein clainmed copolyner by the

subsequent use of such a nodified PDVS in preparing a
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pol ycar bonat e- pol ysi | oxane copol yner by the nethod exenplified
in exanple 3-6 of Ckambto. In this regard, the exani ner,
mai ntains, in effect, that such a substitution would have been
suggested by (1) the positional isoneric relationship of 2-
allyl phenol to 4-allyl phenol (answer, page 4), or (2) the
alternativeness of 2-allyl phenol and 4-allyl phenol as taught
by Davis in producing a polysil oxane-pol ycarbonate copol yner.
We cannot agree with either rationale for the proposed
nmodi fication. Structural simlarity nmay provide the requisite
suggestion to nodify a known conmpound to arrive at a new
structurally simlar conpound where there is a reasonable
expectation that a skilled artisan woul d make the new conpound
So as to obtain the sane properties that are desirable in the
old structurally simlar conpound. However, there are no per se
rul es of obviousness. Here, we cannot subscribe to the
exam ner's theory since the positional isomerismof one of the
mul tiple reactants that may be utilized in the formation of the
cl ai med pol ycar bonat e- pol ysi | oxane bl ock copol yners wi th one of
the reactants that nmay be used in formng the prior art

copolymer clearly does not intuitively result in product
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copol yners that are necessarily so structurally simlar that a
skilled arti san woul d have expected substantially simlar
properties so as to render the use of the positional isoneric
react ant obvious. |ndeed, as noted by appellant (brief, page
6), the use of the clainmed 4-allyl phenol would be expected to
result in a nore linear copolyner structure than the bent
structural configuration that woul d be associated with the
copol ymer obtai ned by using 2-allyl phenol.

Wth regard to the examner's reliance on Davis to furnish
the requisite suggestion for the exam ner's proposed
nodi fi cation of Ckanpto, we note that Davis teaches that 2-
allyl phenol and 4-allyl phenol are two of several alternatives
for formng a chain stopper by reaction with a hydride
pol ydi or ganosi | oxane (colum 1, line 38 through colum 2, line
10, and colum 5, lines 3-9). W do not consider the above-
not ed teachings of Davis sufficient to suggest that 4-allyl
phenol woul d have been an obvious substitute for 2-allyl phenol
as a reactant in the process of Ckanbto so as to form4-allyl
phenolic |inks between the polysiloxane and pol ycarbonat e
segnents of a copolynmer as herein clained. W note that the

evidentiary record furnished by the exam ner does not suggest
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any advantage or convincing reason to use 4-allyl phenol in
formng the PDM5 of Ckanpbto so as to nodify the expected bent
structure of the copolyners formed wth the 2-allyl phenolic
links (Exanple 3-6). Bialous, as further relied upon by the
exam ner with respect to clainms 8, 9, 122 and 13, does not cure
t he above-noted defi ci ency.

Here, the nost that can be concluded fromthe collective
teachings of the applied references is that it m ght have been
obvi ous for one of ordinary skill in the art to try using a 4-
allyl phenol as a substitute reactant in Ckanpbto. O course,
it is by nowwell settled that such is not the proper standard
for determ ning obviousness under 35 U S.C. 8 103. See Inre
O Farrell, 853 F.2d 894, 903-04, 7 USPQ2d 1673, 1681 (Fed. G r
1988). “Where the | egal conclusion [of obviousness] is not

supported by facts it cannot stand.” In re Warner, 379 F.2d
1011, 1017, 154 USPQ 173, 178 (CCPA 1967), cert. denied, 389

U.S. 1057 (1968).

2 W note that the exam ner inexplicably fails to group
claim 11, which depends fromclaim12, with the clains that
are rejected over the conbined teachings of Ckanoto and
Bi al ous with or w thout Davis.
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For the foregoing reasons, we conclude that the exam ner

has not nmet the initial burden of presenting a case of prim
faci e obvi ousness. Accordingly, we reverse the exam ner’s

rej ections.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 1-3, 5, 10, 11 and 14 under 35 U.S.C. 8 103 as being
unpat ent abl e over Okanpbto or, in the alternative, Ckanoto in
view of Davis, and clains 8 9, 12 and 13 under 35 U. S.C. § 103

as bei ng unpatentabl e
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over Okanoto in view of Bialous or, in the alternative, Okanoto

in view of Davis and Bialous is reversed.

REVERSED

JOHN D. SM TH
Adm ni strative Patent Judge

BOARD OF PATENT

TERRY J. OVENS APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

PETER F. KRATZ
Adm ni strative Patent Judge
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